


08 July 2013

Olivier MJ Crépin-Leblond

Chair, At-Large Advisory Committee

Re:  ALAC Statement on the Trademark Clearinghouse and IDN Variants

Dear Olivier,

On behalf of the New gTLD Program Committee (NGPC), I thank you for providing the ALAC Statement on the Trademark Clearinghouse (TMCH) and IDN Variants, dated 30 May 2013.   The NGPC appreciates the attention the ALAC has given to this topic and has reviewed the statement carefully.   The statement offers the following set of recommendations:

1. Call for a more open and flexible TMCH model that is variants-friendly and supports a community-based, bottom-up solution for TMCH implementation. 
2. Ensure the IDN variants issue is addressed before the TMCH begins providing services to the new gTLD registries. 
3. Request from the ICANN CEO an interim mechanism that can yield appropriate solutions efficiently and on an urgent basis that may involve the following: 
a. ICANN (staff) providing relevant expertise to the community to develop interim services in order to authenticate and verify that trademarks are compatible with variants. Such services should be interoperable with the TMCH so as to enable the timely launch of the IDN TLDs; 
b. A consideration for expediting the LGR process for the Han script; and 
c. Longer-term recommendation: A review of the IDN Tables and IDN Registration Rules and Policies submitted by new gTLD applicants offering IDN registrations as a basis for developing a more comprehensive, longer-term solution. 

Variants are a complex topic, and the current approach with variants in TMCH is to leave variants out of TMCH itself, and rely on registries to handle variant issues. As explained in more detail below, there are good reasons for taking such an approach and the NGPC believes that the current direction is appropriate.

Registries have their own policies for variants (whether to reserve, allocate, etc.).   If, however, there are any specific gaps in behavior with respect to trademarks, variants, and TMCH, it would be helpful to identify them and raise them in the appropriate venues (e.g. the GNSO).  We encourage ALAC to identify any such issues.

To encourage discussion and explore specific potential gaps in more detail, it may be helpful to have a small group of interested parties (from ALAC, staff, and selected board members) meet in Durban. The goal of such a meeting would be to identify specific gaps in the area of trademarks and IDN variant names where additional work might be appropriate.

Role of the TMCH
The major functions of the TMCH are:
1. Verification of trademark data

2. Administration of the TMCH database
3. Provision of data to registries for Sunrise and Claims services.
The verification process confirms that trademark data submitted by rights holders is accurate.  The criteria for inclusion in the TMCH are the same for trademarks from all jurisdictions, although the steps needed for verification may differ according to availability of information in the issuing jurisdiction.  
The role of the TMCH is to record existing rights.  The TMCH does not have a role in arbitrating disputes or making determinations concerning the scope of particular rights.  
There is no widely accepted definition of what constitutes a “variant” to a trademark.  Policies in this area may differ:  for example, a mark using simplified Chinese characters is considered by the PRC Trademark Office to be similar to the mark in traditional Chinese characters, and vice versa.  In other words, if a mark in one Chinese orthography is filed, the PRC Trademark Office would block subsequent applications for registration for the mark in the other Chinese orthography by third parties.   
Given that marks from all jurisdictions can coexist in the TMCH, the TMCH cannot “block” submission of a record based on an existing TMCH record.  The TMCH could (and does where appropriate) create records for both a Simplified and Traditional version of a trademark; however, it does not do so of its own accord, but where both trademarks can be verified according to the established criteria. 

Domain Name Matching Rules

The domain name label(s) that are considered to “match” a trademark are generated based on an automated set of matching rules, as specified in the Applicant Guidebook.  
An identical match occurs when the domain name consists of the complete and identical textual elements of the mark.  Additionally, trademarks may contain spaces and characters that are not valid for use in domain names.  These are addressed according to matching rules so that, for instance, the trademark “EXAMPLE EXAMPLE” would match the domain labels <exampleexample> and <example-example>.  These matching rules are based on the discussions that occurred in the community.
Implementing Sunrise and Trademark Claims
It was recognized early on that variant characters exist in some scripts, and that existing registries have developed practices for handling these.  This issue was posed for discussion with the Implementation Assistance Group (IAG) for the Trademark Clearinghouse and a set of options were identified and considered to address the existence of variant characters.
The first option was to provide the TMCH with a set of rules to apply for each script, such that a trademark record in the TMCH could generate “matching” domain names based on the existence of variant characters in the mark.  However, since no accepted set of rules exists, this was not a workable option.  (Note that there is work in progress in ICANN to establish a set of IDN Label Generation Rules for the root zone.  However, this is designed for a particular purpose and we would need to be cautious about applying it to other uses.  Such rules might not necessarily be appropriate for use by the TMCH as they could conflict with practices of local law or established registry IDN tables.)
The second option discussed was for each registry to provide its IDN tables and rules to the TMCH in advance of its sunrise and trademark claims periods, and have the TMCH apply those rules to trademark records during those periods.  This was also generally considered to be unworkable, as it essentially would mean multiple customized versions of the services, which would reduce efficiencies and drive up cost.
The third option was to continue the current practice of any variant rules being applied at the registry level.  This approach was adopted as the most flexible.  How this would work is described in the following sections.

Sunrise Period

· Trademark holder submits mark “example” to theTMCH.  The trademark information is verified and a signed mark data file is generated indicating that the rights holder is eligible to register the domain name <example.tld> based on those rights.
· Registry uses an IDN table where “è” is a variant character to “e” and hence “èxample” is a variant label of “example” in the registry.  When presented with the SMD file for registration of <example.tld> the registry has the ability either to:  a) block registration of <èxample.tld> or b) include registration of <èxample.tld> automatically with the registration of <example.tld>, according to what its policy is.
Trademark Claims Period
· Taking the same case, a registrant attempts to register <èxample.tld>.  
· If such registration is not blocked by registry policy, the registry applies its variant rules generating the corresponding variant names, e.g., <example.tld>.

· During the required Trademark Claims period, the registry is required to check every domain label against TMCH before a registration can take place.  If a string is blocked from registration by the registry policy, the registry does not need to perform a check against the TMCH.
· For those names that will be ultimately registered, the registry is required to query the list of labels subject to Claims, i.e., it will query both <example> and <èxample> to determine whether there is a match. 
· Since the mark “example” is in the TMCH, a match will be found, and the registry will provide the indicator to the registrar that a Claims notice should be shown to the registrant.  
· A Claims notice is shown to the registrant based on the mark “example” and the registrant can elect whether to proceed.  
The NGPC wishes to reiterate its thanks to the ALAC for its interest in the topic of TMCH and IDN Variants and hopes that the information provided in this letter is helpful.
Best regards, 
Cherine Chalaby

Chair – New gTLD Program Committee


